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» The MAILING DATE of this communication appears on the cover sheet with the correspondence address « 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, nnay a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) IVIONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to Gommunication(s) filed on 08 July 2005 . 
2a)n This action is FINAL. 2b)EI This action is non-final. 

3) n Since this application is in condition for allowance except for fonnnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-15 is/are pending in the application, 

4a) Of the above claim(s) 6-15 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)\3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or .(f). 
aM All b)n Some * c)^ None of: 

1 .13 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) n Noface of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) ^ Infomiation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) D Notice of Infomial Patent Application (PTO-152) 

Paper No{s)/Mail Date , 6) □ Other: . 



U.S. Patent and Trademarit Office 
PTOL-326 (Rev. 7-05) 
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Art Unit: 1752 

DETAILED ACTION 

This Office action is in response to the election received June 29, 2005. 
1 . Applicant's election with traverse of the invention elected in the reply filed on June 29, 
2005 is acknowledged. The traversal is on the ground(s) that statutory restriction has not been 
met, classification does not support a restriction, the examiner has carved out a portion of 
applicants mvention, search is not a serious burden, applicant has paid a fee to have all the 
claims examined, PCT prohibits restriction, restriction is discretionary. All of these reasons are 
not found persuasive because applicant's representative have argued against the restriction for 
categorical reasons and have failed to address the specific nature of the claims. The arguments 
reference PCT which have no relevance or authority to U.S. applications file under 35 U.S.C 111 
(a). Applicants again rely on a categorical argument by referring to 35 U.S.C. 121 for divisional 
application, however the practice of restriction as directly pasted firom the MPEP Rule 803 states 

803 Rrtliktion • Wbc o Proper 

Undtr die statute an appbcalioQ may properly be requred to be restricted to one oftwo 
or more claiiiied tinenlions only if iky are abk to s^jport separate pal-ents aDd they are 
either iidcpendeiii(NiPEP §806.04- § 806.04(1)) or distinct (MPEP § 806.05- § 

806.05(i)). 

If the search and examination of an entire applicatim can be made widioii serious 
burdeo, (be exainina iDust exatnitK it on the nierits, evoi 

that Jndepc.«iertordi«ioctinvemk«.. jjcrc thc Hilc states that an application may 

properly be required to be restricted . .if they are able to support separate patents and they are 
either independent or distinct.(for emphasis)". The argument attacking the reliance on the 
classification as a reason to support restriction is a misguided argument. The classification 
system provides further evidence of burden to support a proper restriction based on MPEP 803 
and is not a comerstone of restriction relying solely on the classification system to single out 
multiple inventions. Applicant has a right to define his invention and if the invention is properly 
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restrictable under the statutes, then the examiner has the discretion to require such as restriction 
and in the current application a requirement is warranted. 

In fact appUcant have not fully responded properly to the restriction requirement and is 
due a "Non-responsive" paper, because a specific species of compound (2)-(6) has not been 
elected for prosecution, in addition no election for either a positive or negative working 
composition has been made, thus the applicant is non-responsive in two areas. 

Despite the non-responsive election, the examiner will accept the election of just Group 

1. claims 1-5 alone, however he reserves the right to apply the election of species anytime during 
prosecution if deemed necessary if the prosecution heads in a direction which would warrant 
such a restriction. 

Accordingly, the requirement is still deemed proper and is therefore made FINAL, 

2. Claims 14 and 1 5 are withdrawn from further consideration pursuant to 37 CFR 1 . 142(b), 
as being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in the reply filed on June 29, 
2005. 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 R2d 438, 164 USPQ 619 (CCPA 
1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.1 30(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fiiUy comply with 37 
CFR 3.73(b). 

4. Claims 1 -5 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-9 of copending 
AppHcation No. 10/679,367, also PGPub. 205/0095527 AL Although the conflicting claims are 
not identical, they are not patentably distinct from each other because the claims of current 
application fully encompass the claims of YOKOYAMA et al for the resist composition having 




. the basic compoimd of the formula seen here. 

The basic compound in the current appUcation recites the following structure and is fully 




encompasses the compound in YOKOYAMA et al., ^ ^ when R^ and R"^ are defined to 
be bonded to form a ring. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



Claim Rejections - 55 USC § 112 
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5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claim 2 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Failing to particularly define R^"^ in formula (7). Correction is necessary. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1-5 are rejected under 35 U.S.C. 103(a) as being impatentable over 
YOKOYAMA et al 2005/0095527 Al. 

The claimed invention is drawn to the following: 
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1 . (original) A resist composition comprisiog at least one basic compound having a 
bcnzimidazole skeleton and a polar functional group» iqntseated by the geneia] foimula (I): 




0) 



wherein is a hydrogen atom» a straight, branched or cyclic alkyl group of 1 to 10 
carbon atoms, an aiyl group of 6 to 10 carbon atoms, or an aralkyl group of 7 to 10 carbon 
atoms; and is a polar fimctional gnnqt-bearing straight, branched or cyclic alkyl group of I to 
20 caition atoms wfaeidB said alkyl group contakis as the polar fimctiooal gro 
^up selected from among ester, acetal and cyano groups, and optionally at least (me gro^p 
selected from among bydroxyl, carbonyl, ether, sulfide and carbonate groups. 

YOKOYAMA et al discloses and suggests the claimed compound of fomiula (1) o n page 
1. subparagraph [0017] when and are defined as bonded to form a ring. Here the skilled 
artisan is clearly motivated to attach a ring to the structure in YOKAYAMA et al as suggested, 
such as an aromatic ring. Also see claim 1 wherein formula (1) again suggests the use of having 
a ring structure between R^ and R^. 

It would have been prima facie obvious to one of ordinary skill in the art of basic 
compounds in photoresist compositions to added a ring the compound of formula (1) in 
YOKOYAMA et al and reasonably expect same or similar results as disclosed in the reference 
such as high storabiUty and excellent resolution. 

9. Any inquiry concerning this communication or earlier communications fi-om the 
examiner should be directed to Examiner Chu whose telephone number is (571) 272-1329. The 
examiner can normally be reached on Monday - Friday from 9:30 am to 6:00 pm. 
The fax phone number for the USPTO is (571) 273-8300. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (571) 272-1700. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published appUcations 
may be obtained from either Private PAIR or Public PAIR. Status information for unpubUshed 
applications is available through Private PMR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



J.Chu 

September 18, 2005 




